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REMARKS/ARGUMENT 

Claims 1-33 are pending. Claims 1, 10, 16, 17, 18, 19, 26 and 30 are independent. 

Applicants initially wish to thank Examiner Wasylchak and his primary Examiner 
Jagdish Patel for the cordial and productive interview at the U.S. Patent and Trademark Office 
on February 10, 2005. The arguments presented, and agreements reached, are set forth below 
with reference to the interview. 

In the Office Action, the Examiner expressed an objection to the phrase 
"substantially the same price" in the claims. In particular, the position was taken that 
"substantially" is indefinite or vague. At the interview, the undersigned pointed out that a 
search of the Patent and Trademark Office patent database turned up 51,170 patents that 
included claims using the phrase "substantially the same" that have issued since 1976. It is 
believed clear that this phrase is not indefinite and, based on the search result, an abridged 
copy of which is submitted herewith, has not been considered so by the Patent and Trademark 
Office. In view of the above, it is requested that the objection be withdrawn. 

In the Office Action, all of the claims were once again rejected under 35 U.S.C. 103 
over Togher et al. in view of official notice. The Examiner's rejection on these grounds is 
respectfijlly traversed. 

Togher et al. is a system that performs anonymous trading. In an anonymous 
trading system, matching and trade execution are done anonymously. That is, trades are 
matched and executed without the trader having knowledge of who the trader's counterparty 
is. Because a trader may not wish to trade with every potential counterparty, in Togher's 
system, the trader is protected by the system filtering out the orders presented to the trader 
such that the trader only sees orders for which there is sufficient bilaterial credit. The trader 
only sees at his workstation orders that are dealable, i.e., orders for which bilateral credit exists. 
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By their nature, in systems such as Togher's all trades are matched and executed 
without the party to a trade knowing a counterparty's identity. 

With regard to independent claim 1, it has been conceded that Togher et al. does 
not teach an anonymous trading system that includes either: (a) a means for offering to the 
identified counterparty a further trade at the same price as the executed deal; or (b) a means 
for executing a further trade that is irrespective of whether of not the further trade exceeds one 
or both of the credit limits assigned by each of the parties to the trade to the other in place 
when said executed deal took place. The Office Action relied upon official notice that each of 
these features is old and well known in the art. 

As a general matter, the pending rejections of all of the claims are based in part on 
Official Notice, supported by two dictionary definitions of cross-trading. As was pointed out 
at the interview, AppHcants do not beUeve that the present claims should be rejected absent 
citation of actual prior art that shows all the features of the claims, in particular those not 
present in Togher et al. 

As was pointed out by the undersigned at the interview, at best, Official Notice 
could conceivably be taken of an individual broker telephoning a customer and offering a 
further trade in a telephone conversation. However, this situation would not meet the features 
of the independent claims that have been discussed in detail in the previous responses. In 
further support of the Official Notice, the Examiner has been relying upon dictionary 
definitions of crossed trades, also known as cross orders. 

In particular, a crossed trade/order is defined in one of the cited dictionaries as a 
practice in which buy and sell orders are offset v^thout recording the trade on an exchange. 
One dictionary definition defines a "cross purchase" as "when a broker improperly executes a 
cross order directiy without going through the stock exchange." First, even taking this into 
consideration with the Official Notice, the combination would not meet the recited feature of 

4 

DOCSNY.141597.1 



.Application No.: 09/603,390 



Docket No.: E3331.0432/P0432 



the anonymous trading system itself offering a fiirther trade. In fact, all of the definitions 
relate to trades that arc: (a) outside the system in question; and (b) improperly so. 

That is, even if it were deemed, for the purposes of argument, that fiirther trades are 
known in the dbstrcict (and Applicants make no such admission), that is not enough to support 
a rejection of claim 1. Claim 1 recites that the system itself prowidcs means for offering and 
means for executing the further trade in the anonymous trending system. On the other hand, in 
the dictionary definitions, the sales take place outside of the system (i.e., outside of the 
exchange). Thus, even when combined, the Official Notice, Togher and the dictionary 
definitions do not meet the features of the claims, and no prima facie case has been set forth 
for at least that reason. 

Moreover, as was pointed out in die interview, the cited prior art dictionary 
definitions teaeh awciy from the exchange providing the opportunity for die further trade, since 
such trades are frowned upon by the exchanges, and would therefore teach away from the 
anonymous trading system providing such trades. In each dictionary definition relied upon, 
the type of trade defined, whether it be a crossed trade, cross order or cross purchase, is 
described as being improper, manipulative, or simply not permitted. In view of these 
teachings away, there would have been no motivation to use any of tiiese definitions in 
combination with Togher when deciding how to design a trading system. 

Furtiier, anonymous trading systems are designed to keep the identities of trading 
partners anonymous. For this additional reason, the anonymous nature of the Togher et al. 
system would have dissuaded one of ordinary skill in the art from redesi£fning the system so as to 
provide the recited further trade by the means for identifying, the means for offering, and the 
means for executing, since execution and matching are always done anonymously in an 
anonymous trading system. 
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As was pointed out in the previous responses, in claim 1, the anonymous trading 
system encourages the further non- anonymous trade, which is contrary to Togher, since the 
trade is not anonymous, and contrary to the dictionary definitions of crossed 
trade/order/purchase, which each occur outside the system^ and which are frowned upon in any 
event. 

For at least the foregoing reasons, M of the art cited in the Office Action teaches 
away from the recitations of claim 1, and in any event, fails to meet the features of the claim. 
For at least this additional reason, claim 1 is believed patentable over the art identified in the 
Office Action. 

At the interview. Primary Examiner Patel agreed that the rejections should not be 
based upon Official Notice and the dictionary definitions and agreed that fiirther Office 
Actions would cite actual prior art references in any rejection. It is requested that any 
proposed combination that may utilize Togher et al. take into account the definition of an 
anonymous trading system. 

Among the limitations of independent claim 10, which are neither disclosed nor 
suggested in the art of record are: 

"the deal execution means fiirther identifying the counterparties to 
each other on completion of the deal; and 

means for permitting a party to an executed deal to provide a non- 
anonymous offer or request for a fiirther deal with the for a counterparty to the 
executed deal at the same price, the means for permitting including means for 
adjusting the counterparties credit limits with one another by an amount equal 
to the value of the deal." 

The rejection of claim 10 is believed to be defective for reasons similar to those 
discussed above, and discussed at the interview. It is therefore requested that the rejection be 
withdrawn. 
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Among the limitations of claim 16, which are neither disclosed nor suggested in 
Togher et al. are: 

"the broker terminal further effectuates a first order between a first 
and second trader, notifies the first and second trader of the respective identities 
of their counterparties, and, thereafi:er, when requested by at least one of the 
first and second traders, the broker terminal effectuates a second order between 
the first and second traders at substantially the same price as the first order 
regardless of the credit limits between the first and second traders." 

Independent claim 16 is believed patentable for reasons substantially similar to those 
discussed above in connection with claims 1 and 10. 

Independent claims 17, 18, 26 and 30, as well as the claims dependent thereon, are 
believed patentable for reasons substantially similar to those delineated above in connection 
with independent claims 1, 10 and 16. 

Among the limitations of claim 19, which are neither disclosed nor suggested in the 
art of record, are: 

"performing a second trade between the first and second trader through the 
anonymous trading system without regard to the trading limits." 

Togher et al. performs a single trade, not two separate trades, and certainly does not 
disclose or suggest the desirability of first carrying out a first trade based on trading limits and 
then performing a second trade without regard to the trading Umits. In fact, a main feature of 
the Togher et al. system is to only allow trades within the preset bilateral credit Umits. 
Moreover, the dictionary definitions of crossed trades/orders/purchases teach away from a 
system that allows such trades, for the reasons discussed above. 

For at least the above, reasons, claim 19 is believed allowable. 
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Although the issue of the propriety of the official notice is essentially moot in view 
of the discussion above and the agreement made at the interview. Applicants maintain, for the 
reasons presented in prior responses, the position that the use of official notice is improper as it 
relates to the state of the art. Whether something is known in the art is not the type of thing 
that may be officially noticed. Moreover, the case (In re Eynde) relied upon is cited in the 
MPEP for the very purpose of defming the legal limitations upon the use of Official Notice. 
It is clearly intended to state a generally applicable principle of law, not limited to its facts, 
which are not described in the MPEP citation in any event. 

The other claims in this application are each dependent from one or another of the 
independent claims discussed above and are therefore believed patentable for the same reasons. 
Since each dependent claim is also deemed to define an additional aspect of the invention, 
however, the individual reconsideration of the patentability of each on its own merits is 
respectfiilly requested. 

In view of the arguments presented above, in previous papers, and at the February 
10, 2005 interview, reconsideration and allowance of the application are respectfiilly 
requested. 

Dated: March 10, 2005 Respectfiilly submitted, 

Bv (wit^cj. 

Josem Ragusa 

^gistration No.: 38,586 
DTCKSTEIN SHAPIRO MORIN & 

OSHINSKY LLP 
1177 Avenue of the Americas 
41st Floor 

New York, New York 10036-2714 
(212) 835-1400 
Attorneys for Applicant 
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